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Response to Amendment 

1 . This action is in response to the Amendment filed on Jan 9, 2006. 

2. The Oat/Declaration was found with the Transmittal letter filed on Oct. 23, 2002, as 
pointed out by the Applicants. 

3. The objection to drawing (Fig. 1 and 4) is withdrawn in view of applicant's replacement 
drawings. 

4. The objection to claims 1-20 is withdrawn in view of Applicant's amendment. 

5. The rejections under 35 U.S.C. §112 second paragraph to claim 1-20 is withdrawn in 
view of applicant's amendment. 

6. Claims amended by the Applicant: 1 and 11. 

7. Claims pending in the application: 1-20. 

Response to Arguments 

8. Applicant's arguments with respect to claims have been considered but they are not 
persuasive. 

In the remarks, the applicant has argued that: 

(i) The applicant would like to point out how independent claims 1 and 1 1 are not 
obvious over claims 9 and 1 in the '043 patent. '043 patent fails to teach that the 
value of the program counter of the microprocessor should be changed after updating 
the firmware and the microprocessor executing the program code stored in the 
firmware memory at a predetermined location of the program code instead of 
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executing a next instruction in the program code located after the current position of 
the program counter. 

(ii) '043 patent fails to teach that the value of the program counter of the microprocessor 
should be changed after updating the firmware and the microprocessor executing the 
program code stored in the firmware memory at a predetermined location of the 
program code instead of executing a next instruction in the program code located 
after the current position of the program counter. For these reasons, the applicant 
submits that independent claims 1 and 1 1 are patentable over the teachings of the 
'043 patent. 

Examiner's response: 

(i) In response to Applicant's argument, '043 does not explicitly discloses the value of 
the program counter of the microprocessor should be changed after updating the 
firmware and the microprocessor executing the program code stored in the firmware 
memory at a predetermined location of the program code instead of executing a next 
instruction in the program code located after the current position of the program 
counter. However, the feature of changing or resetting the program counter to execute 
the program stored at the predetermined location is inherent to '043 system. The 
independent claims 1 and 1 1 would be obvious over claims 9 and 1 in the '043 patent. 
Therefore, the double patenting rejection is proper and maintained herein. 

(ii) In response to Applicant's argument, the response to argument (i) applies here as well 
since the arguments are same. 
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9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

10. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Double Patenting 

11. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 1,9, 10, 11, 19 and 20 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 9, 11, 12, 1,2 and 3 of U. S. Patent No. 
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6,170,043 to Hu (hereinafter called '043). Although the conflicting claims are not identical, they 
are not patentably distinct from each other because of the following observation. 



Instant Claim 


6 043 Claim 


1. An update method used in an optical disk 


9. An update method used in an optic-disk 


system to update firmware information, 


system to update its firmware information, 


which is stored in a firmware memory, 


which is stored in a firmware memory, 


using a microprocessor, wherein the 


through a microprocessor, wherein the 


firmware memory serves as an intrinsic 


firmware memory serves as an intrinsic 


execution program memory, the method 


execution program memory, the method 


comprising steps: fetching a program code 


comprising: fetching an update program 


and an update program routine from an 


with a characteristic format from a compact 


update source; 


disk (CD), in which the update program 




includes a program code and an update 




program routine; 


storing the program code into a first buffer 


storing the program code into a first buffer 


memory, and storing the update program 


memory, and the update program routine 


routine into a second buffer memory, 


into a second buffer memory, wherein the 


wherein the microprocessor accesses the 


microprocessor accesses to the second buffer 


firmware memory as a data access memory, 


memory at a special address, treats the 


and accesses the second buffer memory as 


firmware memory as a data access memory, 


an execution program memory; 


and treats the second buffer memory as an 
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execution program memory; 


executing the update program routine 


executing the update program routine 


stored in the second buffer memory, and 


stored in the second buffer memory; 


using the update program routine to write the 


writing the program code stored in the 


program code stored in the first buffer 


first buffer memory into the firmware 


memory into the firmware memory in order 


memory to update the firmware 


to update the firmware information; 


information; treating the firmware 


accessing the firmware memory as intrinsic 


memory back as its intrinsic execution 


execution program memory, and accessing 


program memory, and treating the second 


the second buffer memory as intrinsic data 


buffer memory back as its intrinsic data 


access memory; changing a value of a 


access memory; 


program counter of the microprocessor such 




that the microprocessor executes the program 




code stored in the firmware memory at a 




predetermined location of the program code 




instead of executing a next instruction in the 




program code located after the current position 




of the program counter; and using the 


and using the program code as an updated 


nropram c odf* as undated firmware 


firmware information to control the 


information to control the optical disk 


opticdisk system and provide any kind of 


system. 


updated information residing in the 




program code. 
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9. The method of claim 1, wherein the 


1 1 . The method of claim 9, wherein the 


firmware memory is a flash memory. 


firmware memory comprises a flash 




memory. 


10. The method of claim 1, wherein the 


12. The method of claim 9, wherein the 


firmware memory is an electrically erasable 


firmware memory comprises an electrical 


programmable read only memory 


erasable programmable read only memory 


(EEPROM). 


(EEPROM). 


1 1. An optical disk system control chip, used 


1. An optic-disk system control chip, used in 


in an optical disk system to update firmware 


an optic-disk system to update its firmware 


information, the control chip comprising: 


information, the control chip comprising: 


a microprocessor, coupled to a data bus, 


a microprocessor, coupled to a data bus, 


wherein the microprocessor is also coupled 


wherein the microprocessor is also coupled 


to a firmware memory through the data 


to an external memory through the data 


bus, in which the firmware memory is used 


bus, in which the external memory is used to 


to store the firmware information; 


store the firmware information; 


a decoder, coupled to the microprocessor 


a decoder, coupled to the microprocessor 


through the data bus, wherein the decoder is 


through the data bus, wherein the decoder is 


also coupled to a first buffer memory, and 


also coupled to an external buffer memory, 


the decoder receives updated firmware 


and an external main board inter face, which 


information from an update source; 


serves as an interface to communicate with an 




external computer; 


a controller, coupled to the decoder, and 


a controller, coupled to the decoder, and 
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coupled to the microprocessor through the 


coupled to the microprocessor through the 


data bus, wherein the controller is used to 


data bus, wherein the controller is used to 


receive a control signal and general data; 


receive a control signal and general data; 


and 


and 


a second buffer memory, coupled to the 


an extra memory, coupled to the 


microprocessor through the data bus, 


microprocessor through the data bus, 


wherein when the optical disk system is 


wherein when the optic-disk system is 


operated in an update mode, the 


operated at an update mode, the 


microprocessor accesses the firmware memory 


microprocessor yields at least an output enable 


as a data access memory and accesses the 


signal, a chip selection signal, and a writing-in 


second buffer memory as an execution 


signal so as to temporarily treat the external 


program memory, and 


memory to as a data access memory and treat 




the extra memory as an execution program 




memory, and 


after the firmware is completely updated, 


after the firmware is completely updated, 


the second buffer memory is accessed as 


the extra memory is treated back as its 


data access memory and the firmware 


original data access memory and the 


memory is accessed as execution program 


external memory is treated back as its 


memory, 


original execution program memory. 


and a value of a program counter of the 




microprocessor is changed such that the 




microprocessor executes program code stored 
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in the firmware memory at a predetermined 

location of thp nropram code instead of 
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executing a next instruction in the program 
code located after the current oosition of the 
program counter. 




19. The control chip of claim 11, wherein the 
firmware memory is a flash memory. 


2. The control chip of claim 1, wherein the 
external memory comprises a flash memory. 


20 The control chin of claim 1 1 wherein the 
firmware memory is an electrically erasable 
programmable read only memory 
(EEPROM). 


3. The control chip of claim 1, wherein the 
external memory comprises an electrical 
erasable programmable read only memory 
(EEPROM). 



Although, '043 discloses updating the firmware on a device. '043 is silent on changing a 
value of a program counter of the microprocessor such that the microprocessor executes the 
program code stored in the firmware memory at a predetermined location of the program code 
instead of executing a next instruction in the program code located after the current position of 
the program counter. However, the feature of changing or resetting the program counter to 
execute the program stored at the predetermined location deemed to be inherent to '043 system. 
'043 disclose resetting the microprocessor by turning ON/OFF to initialize the microprocessor 
(col. 3-4, lines 58-67 and 1-8 and FIG. 3A and FIG. 5 and related discussion). '043 system would 
in inoperative if microprocessor does not reset to have the new changes in effect. 
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Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this 
country, more than one year prior to the date of application for patent in the United States. 

13. Claims 1-20 are rejected under 35 U.S.C. 102(b) as being anticipated by U. S. Patent No. 
6,170,043 to Hu (hereinafter called '043). 

Per claim 1: 

'043 discloses: 

- An update method used in an optical disk system to update firmware information, which 
is stored in a firmware memory, using a microprocessor, wherein the firmware memory 
serves as an intrinsic execution program memory (FIG. 7 and related discussion), the 
method comprising steps: 

- fetching a program code and an update program routine from an update source (col. 6, 
lines 1-4 "the update program routine stored in the second buffer memory is executed to 
program the data access memory space with the new program code data, in which the 
data access memory space is the flash memory of FIG. 2 that is the original execution 
program memory space"); 

- storing the program code into a first buffer memory (col. 5, lines 51-52 "program code 
data are stored in a first buffer memory"), and storing the update program routine into a 
second buffer memory (col. 5, lines 52-53 "and the update program routine is stored in a 
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second buffer memory"), wherein the microprocessor accesses the firmware memory as a 
data access memory, and accesses the second buffer memory as an execution program 
memory (col. 5, lines 62-67 "original execution program memory space is treated as a 
data access memory space to store the program code data that are to be updated, and the 
second buffer memory is treated as an execution program memory space to store the 
update program routine"); 

- executing the update program routine stored in the second buffer memory, and using the 
update program routine to write the program code stored in the first buffer memory into 
the firmware memory in order to update the firmware information (col. 6, lines 1-6 
"update program routine stored in the second buffer memory is executed to program the 
data access memory space with the new program code data, in which the data access 
memory space is the flash memory of FIG. 2 that is the original execution program 
memory space"); 

- accessing the firmware memory as intrinsic execution program memory, and accessing 
the second buffer memory as intrinsic data access memory (col. 5, lines 62-67 "original 
execution program memory space is treated as a data access memory space to store the 
program code data that are to be updated, and the second buffer memory is treated as an 
execution program memory space to store the update program routine"); 

- using the program code as updated firmware information to control the optical disk 
system (col. 6, lines 24-26 "the updated program code data are stored in the flash 
memory 210 and is to serve as the new firmware information"). 
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Although, c 043 discloses updating the firmware on a device. '043 is silent on changing a 
value of a program counter of the microprocessor such that the microprocessor executes the 
program code stored in the firmware memory at a predetermined location of the program code 
instead of executing a next instruction in the program code located after the current position of 
the program counter. However, the feature of changing or resetting the program counter to 
execute the program stored at the predetermined location deemed to be inherent to '043 system. 
'043 disclose resetting the microprocessor by turning ON/OFF to initialize the microprocessor 
(col. 3-4, lines 58-67 and 1-8 and FIG. 3 A and FIG. 5 and related discussion). '043 system would 
in inoperative if microprocessor does not reset to have the new changes in effect. 

Per claim 2: 

The rejection of claim 1 is incorporated, and further, '043 discloses: 

- wherein changing the value of the program counter of the microprocessor is performed 
by resetting the microprocessor, which will reset the program counter of the 
microprocessor to a predetermined value (FIG. 6 and related discussion). 

Per claim 3: 

The rejection of claim 1 is incorporated, and further, '043 discloses: 

- wherein changing the program counter of the microprocessor is performed by executing a 
jump statement in the program code of the updated firmware information, and the jump 
statement will reset the program counter of the microprocessor to a predetermined value 
(col. 5, lines 1-6 "FIG. 5, after the program code data are downloaded into the buffer 
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memory 212 and the update program routine is downloaded into the extra memory 202, 
the microprocessor 204 will jump to a special address, such as the F880h of FIG. 3B, 
which is determined by the extra memory 202"). 

Per claim 4: 

The rejection of claim 1 is incorporated, and further, 4 043 discloses: 

- wherein the update source, which the program code is fetched from, is an optical disk 
read by the optical disk system, and the update program routine is fetched from the 
optical disk read by the optical disk system or from original contents of the flash memory 
(FIG. 7 and related discussion). 

Per claim 5: 

The rejection of claim 4 is incorporated, and further, '043 discloses: 

- wherein the optical disk is a compact disk, and the optical disk system is a compact disk 
drive (FIG. 7 and related discussion). 

Per claim 6: 

The rejection of claim 1 is incorporated, and further, '043 discloses: 

- wherein the update source, which the program code is fetched from, is a peripheral device 
connected to the optical disk system through an interface connection, and the update 
program routine is fetched from the peripheral device connected to the optical disk 
system through the interface connection or from original contents of the flash memory 
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(FIG. 7 and related discussion). 
Per claim 7: 

The rejection of claim 6 is incorporated, and further, '043 discloses: 

- wherein the peripheral device is a computer, onto which the program code and the update 
program routine have been downloaded from a software source (FIG. 2 and 7 and related 
discussion). 

Per claim 8: 

The rejection of claim 1 is incorporated, and further, '043 discloses: 

- wherein the interface connection is an IDE interface, an EIDE interface, a SCSI interface, 
an RS232 interface, a USB interface, or an IEEE 1394 interface (col. 6, lines 34-36 "The 
update program code can be pre-downloaded into the computer through the main board 
interface 214 to fetch the desired update program code from a remote data source. The 
main board interface 214 includes, for example, an IDE interface, enhanced-IDE 
interface, or a SCSI interface, all of which are common products in the computer 
market"). 

Per claim 9: 

The rejection of claim 1 is incorporated, and further, '043 discloses: 

- wherein the firmware memory is a flash memory (col. 3, lines 23-25 "update firmware 
information, which is stored in a memory 210, such as a flash memory 210 or an 
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electrical erasable programmable ROM (EEPROM)"). 



Per claim 10: 

The rejection of claim 1 is incorporated, and further, '043 discloses: 

- wherein the firmware memory is an electrically erasable programmable read only 
memory (EEPROM) (col. 3, lines 23-25 "update firmware information, which is stored in 
a memory 210, such as a flash memory 210 or an electrical erasable programmable ROM 
(EEPROM)"). 

Per claim 11: 

'043 discloses: 

- An optical disk system control chip, used in an optical disk system to update firmware 
information (col. 1, lines 61-62 "a CD-ROM control chip is provided for a use of 
firmware information update"), the control chip comprising: 

- a microprocessor, coupled to a data bus, wherein the microprocessor is also coupled to a 
firmware memory through the data bus, in which the firmware memory is used to store 
the firmware information (col. 1, lines 62-65 "CD-ROM control chip at least includes a 
microprocessor, a decoder, a controller, and an extra memory. The microprocessor is 
coupled to a data bus, and further coupled to an external ROM, which stores all firmware 
information. The decoder is coupled to the microprocessor through the data bus, and is 
also coupled to an external buffer memory and an external main board interface"); 
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- a decoder, coupled to the microprocessor through the data bus (col. 1, lines 65-66 "The 
decoder is coupled to the microprocessor through the data bus"), wherein the decoder is 
also coupled to a first buffer memory (col. 1, lines 66-67 "and is also coupled to an 
external buffer memory and an external main board interface"), and the decoder receives 
updated firmware information from an update source (col. 1, lines 61-62 "a CD-ROM 
control chip is provided for a use of firmware information update"); 

- a controller, coupled to the decoder, and coupled to the microprocessor through the data 
bus, wherein the controller is used to receive a control signal and general data (col. 2, 
lines 3-7 "The controller is coupled to the decoder, and is coupled to the microprocessor 
the data bus. The controller is used to receive information and control signals from an 
external CD"); and 

- a second buffer memory, coupled to the microprocessor through the data bus (col. 2, lines 
6-7 "The extra memory is coupled to the microprocessor through the data bus "), wherein 
when the optical disk system is operated in an update mode, the microprocessor accesses 
the firmware memory as a data access memory and accesses the second buffer memory as 
an execution program memory (col. 5, lines 62-67 "original execution program memory 
space is treated as a data access memory space to store the program code data that are to 
be updated, and the second buffer memory is treated as an execution program memory 
space to store the update program routine"), and after the firmware is completely 
updated, the second buffer memory is accessed as data access memory and the firmware 
memory is accessed as execution program memory (col. 6, lines 1-6 "update program 
routine stored in the second buffer memory is executed to program the data access 
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memory space with the new program code data, in which the data access memory space 
is the flash memory of FIG. 2 that is the original execution program memory space"), 
and. 

Although, '043 discloses updating the firmware on a device. '043 is silent on changing a 
value of a program counter of the microprocessor such that the microprocessor executes the 
program code stored in the firmware memory at a predetermined location of the program code 
instead of executing a next instruction in the program code located after the current position of 
the program counter. However, the feature of changing or resetting the program counter to 
execute the program stored at the predetermined location deemed to be inherent to c 043 system. 
'043 disclose resetting the microprocessor by turning ON/OFF to initialize the microprocessor 
(col. 3-4, lines 58-67 and 1-8 and FIG. 3 A and FIG. 5 and related discussion). '043 system would 
in inoperative if microprocessor does not reset to have the new changes in effect. 

Per claim 12: 

The rejection of claim 1 1 is incorporated, and further, '043 discloses: 

- wherein the control chip further comprises a control circuit used for generating a reset 
signal, and changing the value of the program counter of the microprocessor is performed 
by the control circuit issuing the reset signal to the microprocessor, which will reset the 
program counter of the microprocessor to a predetermined value (FIG. 6 and related 
discussion). 
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Per claim 13: 

The rejection of claim 1 1 is incorporated, and further, '043 discloses: 

- wherein changing the program counter of the microprocessor is performed by executing a 
jump statement in the program code of the updated firmware information, and the jump 
statement will reset the program counter of the microprocessor to a predetermined value 
(col. 5, lines 1-6 "FIG. 5, after the program code data are downloaded into the buffer 
memory 212 and the update program routine is downloaded into the extra memory 202, 
the microprocessor 204 will jump to a special address, such as the F880h of FIG. 3B, 
which is determined by the extra memory 202"). 

Per claim 14: 

The rejection of claim 1 1 is incorporated, and further, '043 discloses: 

- wherein the update source, which the updated firmware information is fetched from, is an 
optical disk read by the optical disk system (FIG. 7 and related discussion). 

Per claim 15: 

The rejection of claim 14 is incorporated, and further, '043 discloses: 

- wherein the optical disk is a compact disk, and the optical disk system is a compact disk 
drive (FIG. 7 and related discussion). 

Per claim 16: 

The rejection of claim 1 1 is incorporated, and further, '043 discloses: 
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- wherein the update source, which the updated firmware information is fetched from, is a 
peripheral device connected to the optical disk system through an interface 
connection(FIG. 2 and 7 and related discussion). 

Per claim 17: 

The rejection of claim 16 is incorporated, and further, '043 discloses: 

- wherein the peripheral device is a computer, onto which the program code and the update 
program routine have been downloaded from a software source (FIG. 2 and 7 and related 
discussion). 

Per claim 18: 

The rejection of claim 16 is incorporated, and further, '043 discloses: 

- wherein the interface connection is an IDE interface, an EIDE interface, a SCSI interface, 
an RS232 interface, a USB interface, or an IEEE 1394 interface (col. 6, lines 34-36 "The 
update program code can be pre-downloaded into the computer through the main board 
interface 214 to fetch the desired update program code from a remote data source. The 
main board interface 214 includes, for example, an IDE interface, enhanced-EDE 
interface, or a SCSI interface, all of which are common products in the computer 
market"). 

Per claim 19: 

The rejection of claim 1 1 is incorporated, and further, '043 discloses: 
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- wherein the firmware memory is a flash memory (col. 3, lines 23-25 "update firmware 
information, which is stored in a memory 210, such as a flash memory 210 or an 
electrical erasable programmable ROM (EEPROM)"). 

Per claim 20: 

The rejection of claim 1 1 is incorporated, and further, '043 discloses: 

- wherein the firmware memory is an electrically erasable programmable read only 
memory (EEPROM) (col. 3, lines 23-25 "update firmware information, which is stored in 
a memory 210, such as a flash memory 210 or an electrical erasable programmable ROM 
(EEPROM)"). 

Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Satish S. Rampuria whose telephone number is (571) 272-3732. 
The examiner can normally be reached on 8:30 am to 5:00 pm Monday to Friday except every 
other Friday and federal holidays. Any inquiry of a general nature or relating to the status of this 
application should be directed to the TC 2100 Group receptionist: 571-272-2100 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wei Y. Zhen can be reached on (571) 272-3708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Satish S. Rampuria 

Patent Examiner/Software Engineer 
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